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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHfSl FROM 
THE MAILING DATE OF THIS COMMUNICATION ^ ' 

Status 

1 )EI Responsive to communication(s) filed on 09 July 2004 . 
2a)Kl This action is FINAL. 2b)n Ttiis action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle. 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-6.8-12 and 19 is/are pending in the application. 

4a) Of the above claim(s) 

5) 0 Claim(s) is/are allowed. 



. is/are withdrawn from consideration. 



6) 13 Claim(s) 1-4.9-12 and 19 Is/arA r^jor-t^H 

7) 13 Claim(s) 5.6 and 8 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
Replacement drawing sheet(s) Including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121 (d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-1 52. 
Priority under 35 U.S.C. § 119 

1 2)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 1 9(a)-(d) or m 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 - Applicant's response filed on 07/09/2004 has been fully considered. The 35 USC 
103(a) rejection over Kuwabara et al. (EP 0 649 753 A1) has been withdrawn in view of 
Applicant's amendment to claim 1 . 



2. Claims 1 and 8 are amended; claims 7, 13-18, 20 and 21 are cancelled; and thus 
claims 1-6, 8-12 and 19 are pending. 



Claim Rejections - 35 USC § 103 

3. Claims 1-4, 9-12 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Taylor et al. (US 5,672,413). 

Taylor discloses a transfer an Inkjet transfer system comprising a temporary 
carrier sheet, a protective layer on the carrier sheet and an image receptive adhesive 
layer on the protective layer (abstract). The adhesive layer is equivalent to the claimed 
release or barrier layer. The adhesive layer comprises polymeric resins and 0-10% 
spacer particles (col. 4, lines 5-9). The adhesive layer accepts hot melt ink (col. 3, line 
59). With respect to porosity value, it is elementary that the mere recitation of newly 
discovered function or property, inherently possessed by things in the prior art, does not 
cause a claim drawn to those things to distinguish over the prior art." In re swinehart et 
al., 169 USPQ 226 at 229. Since the Taylor reference teaches all of Applicant's claimed 
compositional and positional limitations, it is inherent that the reference article function 
in the same manner claimed by Applicant. The burden is upon Applicant to prove that 
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the subject matter shown to be in the prior art does not possess the characteristic relied 
on. 

Taylor does not disclose the ink receiving layer is being applied on to a certain 
side, i.e., wire side of the paper base. It is known that the wire side of a paper is 
smoother, and it Is also known that applying a coating composition onto a smoother 
surface improves surface contact between the paper and the coated layer. Therefore, 
at the time of the invention, a person of ordinary skill in the art would have been 
motivated to select the smoother side of a paper in order to increase surface contact. 

With respect to claim 1 1 , since the transfer system of Taylor is substantially 
identical to the claimed invention, the transfer system of would have a photo quality as 
the claimed article. 

With respect to claims 9 and 19, Taylor does not disclose a non-transferable dye 
in the liquid reactive resin layer. However, at the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to add the dye in the layer to change 
the color of the layer as desired. 

Response to Arguments 

4. Applicant's argument Is based on that unlike the claimed release or barrier layer, 
the prior art's adhesive layer is designed to be transferred to a target material. This 
argument is not persuasive because the Applicant fails to expressly recite that the 
claimed release or barrier layer is not designed to be transferred. 
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The Applicant also argued that the claimed invention does not require a special 
layer between the base paper and the release or barrier layer, and also that the claimed 
base paper does not require a special treatment. These arguments are not persuasive 
because the claimed invention does not exclude the addition of a layer between the 
base paper and the release or barrier layer, and the claimed invention is limited to 
untreated base paper only. 

The Applicant further argued that the claimed release or barrier layer is not an 
adhesive layer and the silica in the adhesive layer does not improve the transfer 
properties of the transfer paper. The argument has not been found persuasive because 
it has been shown in the previous Office Action (see also paragraph 3. above) that the 
adhesive layer of the prior art and the claimed release or barrier layer are made of 
substantially identical materials, thus the adhesive layer and the release or barrier layer 
function in the same manner. 

For the above reasons claims 1-4, 9-12 and 19 stand rejected. 

Allowable Subject Matter 

5. Claims 5, 6 and 8 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Betelhem Shewareged whose telephone number is 571- 
272-1529. The examiner can nomially be reached on Mon.-Fri. 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Betelhenv Shewareged 
September 27, 2004. 




